IN THE UNITED STATES PATENT & TRADEMARK OFFICE 



Re: Application of Hollomon et al. 
Serial Number: 10/728,145 



Art Unit: 1713 



Examiner: K. C. Egwim 



Filed: December 4, 2003 
Attorney's Docket: 10292 

Title: Cationic or Amphoteric Copolymers Prepared in an Inverse Emulsion Matrix and 
Their Use in Preparing Cellulosic Fiber Compositions 



Pursuant to 37 C.F.R. §§ 1.56 and 1.97(b), Applicants bring to the attention of 
the Examiner the documents on the attached listing. This Information Disclosure 
Statement is being filed before the mailing date of a first Office Action after the filing of a 
Request for Continued Examination in the above-referenced application. 

1. Copending Application 

In an abundance of caution, Applicants note that U.S. Application No. 10/313,632 
is a copending application assigned to Hercules, which was filed on December 6, 2002. 
A copy of the published application, US 2004-0102528 A1, is submitted for the 
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Examiner's consideration. That application currently claims water-soluble copolymer 
composition comprising 

at least one associative inverse emulsion anionic copolymer, wherein the 
associative properties of the at least one associative inverse emulsion anionic 
copolymer are provided by an effective amount of at least one emulsification surfactant 
chosen from diblock and triblock polymeric surfactants wherein said at least one 
associative inverse emulsion anionic copolymer comprises: 

at least one nonionic polymer segment B comprised of one or more ethylenically 
unsaturated nonionic monomers, and 

at least one anionic polymer segment F comprised of one or more ethylenically 
unsaturated anionic monomers; 

the molar % ratio of B:F is from 95:5 to 5:95; and 

wherein said at least one associative inverse emulsion anionic copolymer has a 
Huggins 1 constant (k') determined in 0.01 M NaCI greater than 0.75; and said at least 
one associative inverse emulsion anionic copolymer has a storage modulus (G') in a 1.5 
wt. % actives polymer solution at 4.6 Hz greater than 175 Pa. 

For the Examiner's convenience, Applicants also submit herewith documents that 
were submitted by Applicants or cited in the copending application but that have not yet 
been submitted in the present application. Applicants also submit a copy of the two 
Office Actions issued in the copending case along with a copy of Applicants' responses 
to those actions. The Examiner is encouraged to monitor the prosecution of that 
copending application, which is currently assigned to Art Unit 1731, and to Examiner 
Fortuna. 



2 



2. Pending Litigation 

"Where the subject matter for which a patent is being sought is or has been 
involved in litigation, the existence of such litigation and any other material information 
arising therefrom must be brought to the attention of the U.S. Patent and Trademark 
Office." MPEP § 2001 .06(c). Applicants hereby notify the Examiner that subject matter 
at least related to the copending application discussed above is currently involved in 
litigation. Specifically, Applicants submit herewith the US District Court Civil Docket for 
the case styled Ciba Specialty Chemicals Corp. v. Hercules Inc. and Cytec Industries, 
Inc. Civil Action No. 04-293 (KAJ), District of Delaware. 

In that case, Ciba brought suit on U.S. Patent Nos. 5,167,766 ("the 766 patent") 
and 5,171,808 ("the '808 patent"), both of record. Ciba alleges that Hercules' 
commercial product PerForm® SP9232, which is covered by the claims of the 
copending application, infringes at least claims 1, 3, 5, 9, 11, 13, 17, 21, 23, and 25 of 
the 766 patent and at least claims 1, 6-8, 11, 13, 15, 17, 20, and 21 of the '808 patent. 
See, e.g., Complaint, a copy of which is filed herewith. In response, Hercules has 
alleged that it is not infringing, that Ciba is estopped by prosecution history from 
asserting that the 766 patent and the '808 patent are infringed, and that the 766 patent 
and the '808 patent are unenforceable and invalid under §§ 102 and/or 103 in view of 
certain prior art (a copy of which is filed herewith) and under § 1 12, due to claim 
indefiniteness. See, e.g., Answer and Amended Answer, a copy of each of which is 
filed herewith. Applicants also submit herewith documents related to pending litigation, 
including public versions of expert reports and their exhibits. Those reports discuss, 
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inter alia, validity issues regarding the 766 patent and the '808 patent and infringement 
issues regarding PerForm® SP9232. 

Each party to the pending litigation has a protective order that presumably covers 
their confidential information. Accordingly, information has been redacted by the 
litigants in the public versions of the reports, and Applicants' representatives are not 
privy to that information. If, however, the Examiner believes that any of the 
redacted information is necessary or would like further information regarding the 
general nature of the redacted information, please let the undersigned know 
immediately and she will contact the litigants to seek a voluntary waiver. 

Hypermer B246SF, a surfactant within the scope of the claims of the present 
application, is used to make Hercules 1 commercial product, PerForm® SP9232, which 
Hercules believes is covered by the claims of the copending application discussed 
above. Certain compositions of the present application have been claimed as 
associative emulsions. See, e.g., claim 30. 

Based on the public versions of the expert reports submitted herewith, it appears 
that Hercules' experts are of the opinion that Hypermer B246SF is not a crosslinking 
agent. See, e.g., the public version of Expert Report of James N. Greenshields 
submitted herewith at pages 7-8 (citing Hernandez-Barajas publications which are also 
submitted herewith), the public version of Rebuttal Report of Robert K. Prud'Homme 
submitted herewith at pages 12-13 (citing patents which are also submitted herewith), 
and the public version of Rebuttal Expert Report of Charles P. Klass submitted herewith 
at page 9. 
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However, at least one of Ciba's experts has asserted that PerForm® SP9232 is 
crosslinked by Hypermer B246SF. Specifically, the public version of Supplemental 
Expert Report of Robert G. Gilbert, Ph.D. submitted herewith asserts that Hypermer 
B246SF functions as both a surfactant and a cross-linking agent during the preparation 
of PerForm® SP9232. See, e.g., pages 4-6 of that report. 

As discussed above, Applicants' representatives are not privy to the redacted 
material in any of the expert reports. Presumably, the redacted information contains 
argumentation and/or experimentation relating to the issue of whether Hypermer 
B246SF, which falls within the scope of the claims of the present application, crosslinks 
anionic copolymers during the preparation of PerForm® SP9232, which product falls 
within the scope of the claims of the copending application discussed above. 

For the Examiner's convenience, the attached PTO SB/08 forms have been 
divided into two groups and a descriptive cover sheet has been added to distinguish 
between each group of forms. 

Copies of the listed documents, including any copending patent applications, are 
attached. To avoid burdening the record, Applicants have eliminated duplicates of 
documents. 

Applicants respectfully request that the Examiner consider the listed documents 
and indicate that they were considered by making appropriate notations on the attached 
PTO SB/08 forms. 

If the Examiner would like additional information concerning the pending 
litigation or the copending application, the Examiner is encouraged to contact the 
undersigned. 
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If there is any fee due in connection with the filing of this Statement, please 
charge the fee to Deposit Account No. 08-1800. 

If there are any questions or comments regarding this paper or the present 
application, the Examiner is invited to contact the undersigned at the below listed 
telephone number. 

Respectfully submitted, 




Joanne Rossi 



Reg. No. 43,061 
Attorney for Applicant 
302-594-5833 

Hercules Incorporated 

Hercules Plaza 

1313 North Market Street 

Wilmington, DE 19894-0001 

US 
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HYPERMER® Polymeric Surfactants: Emulsifiers for Inverse Emulsion Polymerization Processes, from !CI 
Surfactants a business unit of ICI Americas Inc., 1997 (Technical sales literature). 








Office Action in U.S. Application No. 10/313,632 mailed February 18, 2005. 








Response to February 18, 2005, Office Action in U.S. Application No. 10/313,632 dated March 18, 2005. 
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U.S. District Court Civil Docket (District of Delaware; Ciba Specialty Chemicals Corp. v. Hercules Inc. and 
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Public version of Expert Report of Robert K. Prud'homme dated September 7, 2005 (unredacted version 
dated July 22, 2005). 








Exhibit A to public version of Expert Report of Robert K. Prud'homme: Curriculum Vitae of Robert K. 
Prud'homme. 








Public version of Expert Report of James N. Greenshields dated September 7, 2005 (unredacted version 
dated August 19, 2005). 
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Exhibit H to public version of Expert Report of James N. Greenshields: Hernandez-Barajas et al., 
Polymers for Advanced Technologies, 6:509-517 (1995). 
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Public version of Rebuttal Expert Report of Robert K. Prud'homme dated September 7, 2005 (unredacted 
version dated August 19, 2005). 
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(2002). 








Exhibit 32 to Rebuttal Expert Report of Robert K. Prud'homme: Graph prepared by Dr. Robert Gelman. 
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Public version of Supplemental Expert Report of James N. Greenshields dated September 26, 2005. 








Public version of Supplemental Expert Report of Charles P. Klass dated September 26, 2005. 








Public version of Supplemental Expert Report of Robert K. Prud'homme dated September 26, 2005. 








Public version of Expert Report of Professor Norman J. Wagner, Ph.D., dated July 22, 2005. 
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Exhibit A to public version of Expert Report of Professor Norman J. Wagner: Curriculum Vitae of 

Prnfoccnr Mnrman I Wanner 








Exhibit B to public version of Expert Report of Professor Norman J. Wagner: List of Documents and 
Materials considered by Norman J. Wagner. 








Public version of Expert Report of Professor Robert G. Gilbert, Ph.D., dated July 22, 2005. 








Exhibit A to public version of Expert Report of Professor Robert G. Gilbert: Curriculum Vitae of 
Professor Robert G. Gilbert. 








Exhibit B to public version of Expert Report of Professor Robert G. Gilbert: Publications by Professor 
Robert G. Gilbert. 








Exhibit C to public version of Expert Report of Professor Robert G. Gilbert: List of documents 
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Hunkeler, Polymer 22:5623-41 (1997). 








Lamb etal., Biomacromolecules 2:518-525 (2001). 








Subramaniam et al., Macromol. Symp. 152:43-53 (2000). 








Santangelo et al., J. Non-Crystalline Solids 235:709-716 (1988). 








Moad et al., Macromolecules 29:7717-7726 (1996). 








Seabrook et al., J. Polym. Sci. Part A Polym. Chem. 43:1357-1368 (2005). 








Lacik etal., Macromol. Chem. Phys. 205:1080-1087 (2004). 








Gavat et al., J. Polym. Sci. Polymer Symp. 64:125-140 (1978). 








Matsuoka et al., Polymer 43:3447-3453 (2002). 








Rotureau et al., Macromolecules 38:4940-4941 (2005). 








International Union of Pure and Applied Chemistry Macromolecular Division, Commission on 
Macromolecular Nomenclature, Glossary of Basic Terms in Polymer Science (IUPAC Recommendations 
1996). 








Public version of Rebuttal Expert Report of Clarence A. King, Ph.D., dated August 19, 2005. 








Public version of Rebuttal Expert Report of Robert G. Gilbert, Ph.D., dated August 18, 2005. 








Public version of Supplemental Report of Norman J. Wagner, Ph.D., dated October 14, 2005. 








Exhibit D to public version of Supplemental Report of Norman J. Wagner: Ma et al., Macromolecules 
35:2024-2029 (2002). 








Exhibit F to public version of Supplemental Report of Norman J. Wagner: Barnes, J. Rheology 
33(2):329-366(1989). 








Public version of Supplemental Report of Clarence A. King, Ph.D., dated October 14, 2005. 








Public version of Supplemental Report of Professor Robert G. Gilbert, dated October 14, 2005. 








Exhibit Q to public version of Supplemental Expert Report of Robert G. Gilbert, Ph.D.: portion of 
prosecution history of U.S. Application NO. 07/886,209, which issued as U.S. Patent No. 5,274,055. 
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